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Office Action Summary 


Application No. 
08/663,618 


Applicant(s) 

Gray 


Examiner 

Rebecca Prouty 


Group Art Unit 
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S Responsive to connnnunication(s) filed on Nov 4. 1999 ^ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu^^Q35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 nnonth(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.G. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Glalm 

S Clalm(s) 1-1 8 and 32 



is/are pending in the applicat 



Of the above, claim(s) . 
S Claim(s) ^18 



S Claim(s) 32 

□ Claim{s) 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on Is □ approved Olisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement Is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d). 

□ All C$ome* [N]one of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received In Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certlfled copies not received: 



□ Acknowledgement Is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attach ment(s) 

□ Notice of References Cited. PTO-892 

S Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Claims 19-31 have been canceled. Claims 1-18 and newly 
presented Claim 32 are still at issue and are present for 
examination . 

Claim 32 of this application has been presented by the 
applicant as corresponding to a proposed count to provoke an 
interference with U.S, Patent No. 5, 928,928,. This claim is not 
patentable to the applicant because it fails to comply with the 
written description requirements of 35 USC 112 and is anticipated 
as discussed herein , 

An interference cannot be initiated since a prerequisite for 
interference under 37 CFR 1.606 is that the claim be patentable 
to the applicant subject to a judgement in the interference. 

Claim 32 is rejected under 35 U.S.C. 112, first paragraph, 
as containing subject matter which was not described in the 
specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor (s), at the time the 
application was filed, had possession of- the claimed invention. 

These claims are directed to a genus of DNA molecules 
comprising any DNA fragment which hybridizes to SEQ ID N0:1 under 
stringent conditions (which are defined in the specification on 
page 4 lines 24-30) . 

The specification does not contain any disclosure of the 
function of all DNA sequences which hybridizes to SEQ ID N0:1 
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under stringent condition. The genus of DNAs that comprise these 

above DNA molecules is a large variable genus with the 

potentiality of encoding many different proteins. Therefore, 

many functionally unrelated DNAs are encompassed within the scope 

of these claims, including partial DNA sequences. The 

specification discloses only two species of the claimed genus 

which are insufficient to put one of skill in the art in 

possession of the attributes and features of all species within 

the claimed genus. Therefore, one skilled in the art cannot 

reasonably conclude that the applicant had possession of the 

claimed invention at the time the instant application was filed. 

Applicant is referred to the revised interim guidelines 

concerning compliance with the written description requirement of 

U.S.C, 112, first paragraph, published in the Official Gazette 

and also available at www^uspto . gov. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, more 
than one year prior to the date of application for patent in the United 
States . 

Claim 32 is rejected under 35 U.S.C. 102(b) as being 
anticipated by GenBank entry T94579. 
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GenBank entry T94579 discloses a polynucleotide fragment 
with 95% identity to nucleotides 1217-1624 of SEQ ID N0:1 (see 
attached alignment) . This polynucleotide would clearly hybridize 
under stringent conditions to SEQ ID N0:1. 

Claims 1-18 are allowed. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
Prouty, Ph.D. whose telephone number is (703) 308-4000, The 
examiner can normally be reached on Monday- Friday from 8:30 to 
4:30. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Ponnathapu Achutamurthy, 
can be reached at (703) 308-3804. The fax phone number for this 
Group is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 




Rebecca Prouty 
Primary Examiner 
Art Unit 1652 




JASEMINE C. CHAMBERS 
DIRECTOR 
TECHNOLOGY CENTER 1600 



